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Response to Office Action of March 11, 2008 

Attorney Docket: MERKN-QOIB 

REMARKS 
Summary of Office Action 

In the Office Action of March 11, 2008, the Examiner objected to Claims 18-19 for 
reciting "wherein in step (c)(ii)" when it is believed that it should be "step (c)(i). The 
Examiner also rejected Claim 1 1 under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite. In regard to the substantive examination, the Examiner rejected Claims 1 , 2, 1 1 , 
12, 17, and 21 under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent Application 
Publication Number 2002/0120471 by Drazen ("Drazen") in view of U.S. Patent Application 
Publication Number 2002/0072933 by Vonk et al. ("Vonk") and further in view of U.S. 
Patent Application Publication Number 2004/0088192 by Schmidt et al. ("Schmidt"). 
Finally, the Examiner rejected Claims 4, 8, 10, 13-16, 18-20, and 22 under 35 U.S.C. § 
103(a) as being unpatentable over Drazen in view of Vonk, Schmidt, and publication Form 
'892 ("Reference U")- No other issues were presented. 

Summary of Amendment 

Upon entry of the present Response to Office Action, Claims 1, 18-20, and 22 will 
have been amended. Additionally, Claims 11, 17, and 21 will have been cancelled. As 
such, Claims 1, 2, 4, 8, 10, 12-16, 18-20, and 22 remain currently pending. Applicant 
respectfully submits that no new matter has been inserted by the present amendments, and 
in particular the new element inserted into claim 1 has support in the originally filed 
specification at least at Paragraphs 0026 and 0028. By the present amendment, Applicant 
submits that the rejections have been overcome and respectfully requests reconsideration of 
the outstanding Office Action. 



7 



Application No.; 10/679,178 

Response to Office Action of March 1 1, 2008 

Attorney Docket: MERKN-OOIB 

Applicant's Response 

1. Objection to Claims 18 and 19 

In the Office Action, the Examiner objected to claims 18 and 19 for incorrectly 

referring to step (c)(ii) instead of step (c)(i). By the present amendment, AppHcant has 
corrected this typo in claims 18, 19, and 20. As such, Applicant respectfully requests that 
these objections be withdrawn. 

2. Section 112. Second Paragraph. Rejection of Claim 1 1 

In the Office Action, the Examiner rejected claim 1 1 for being indefinite in that the 
Examiner was unable to interpret how the patients are incapable of receiving standardized 
care. By this amendment, and without foregoing any of the subject matter present in the 
claim, Applicant has canceled claim 1 1 without prejudice. As such. Applicant respectfully 
requests that this rejection be withdrawn. 

3. Section 103(a^ Rejection of Claims 1. 2. 1 1. 12. 17. and 21 

In the Office Action, the Examiner cited to various paragraphs of the Drazen, Vonk, 
and Schmidt references apparently to point out where the Examiner believes the references 
disclose the subject matter present in Applicant's claims. However, as will be discussed fully 
before. Applicant respectfully submits that the cited references do not disclose or suggest 
various elements of Applicant's claims. 

Applicant's independent Claim 1 as currently amended recites, inter alia, 
"...determining whether each of said patients has received health care services 
commensurate with either the preventive treatment criteria or chronic disease treatment 
criteria provided in step (h^) according t o Current Procedural Technologv codes ... 
determining the preventive treatment services that are needed for compliance with the 
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preventive criteria according to Current Procedural Technology codes . . . identifying those 
patients who 1 . have received said preventative treatment services identified in step (d)(i); 2. 
are inappropriate candidates to receive said preventative treatment services identified in step 
(d)(i); 3. have refused said preventative treatment services identified in step (d)(i); and 
4,have not received such medical services and are eligible to receive such services; 
contacting those individuals identified in step (d)(ii)(4) to arrange to render said preventive 
treatment services identified in (d)(i); and documenting said contacting_... determining the 
chronic disease treatment services that are needed for compliance with the chronic disease 
criteria according to Current Procedural Technology codes ... and identifying those patients 
who 1 . have received said chronic disease treatment services identified in step (e)(i); 2. are 
inappropriate candidates to receive said treatment identified in step (e)(i); 3. have refused 
said treatment identified in step (e)(i); and 4. have not received such chronic disease 
treatment services and are eligible to receive such services; contacting those individuals 
identified in step (e)(i)(4) to arrange to render said treatment identified in step (e); and 
documenting said contacting" 

Firstly, Applicant's independent claim 1, as currently amended, requires determining 
whether a patient has received health care services commensurate with preventive treatment 
criteria or chronic disease treatment criteria according to Current Procedural Technology 
codes , determining the preventive treatment services that are needed for compliance with 
the preventive criteria according to Current Procedural Technologv codes , and determining 
the chronic disease treatment services that are needed for compliance with the chronic 
disease criteria according to Current Procedural Tech nology codes. As is currently 
understood, none of the cited references disclose or suggest evaluating the health care 
services provided to a patient according to Current Procedural Technology codes or 
determining the services that are needed by a patient for compliance with criteria accordin g 
to Current Procedural Technology codes . By utilizing and limiting the Current Procedural 
Technology (CPT) codes, efficient and effective care is provided to the patient, while 
simultaneously conserving the medical resources available to all patients within the 
population. Since none of the cited references, alone or in any proper combination. 
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disclose or suggest at least this aspect of Applicant's claimed invention, Applicant submits 
that the current Section 103(a) rejection of claim 1 is improper and should be withdrawn. 

Additionally, there are ftirther elements present in Applicant's independent claim 1 
that are not believed to be disclosed or suggested by the cited references. One such 
element, although not tlie only element, is determining the preventive treatment services 
that are needed for compliance with the preventive criteria according to Current Procedural 
Technology codes. The Examiner has admitted that Drazen does not teach this element. 
(Office Action, Page 4). Furthermore, as is currently understood, Vonk discloses using 
"the appropriate tools for monitoring and assessing the status of the client" (Paragraph 
0092) and determining "whether any client assessment activity needs to be performed" 
(Paragraph 0093). However, this does not equate to determining preventive treatment 
services needed to comply with preventive criteria according to CPT codes. As is 
currently understood, Vonk teaches monitoring and assessing a patient, but not determining 
the services necessary for compliance with preestablished preventive criteria, and certainly 
not according to CPT codes. Similarly Schmidt is not understood to disclose determining 
the chronic disease treatment services that are needed for compliance with the chronic 
disease criteria according to Current Procedural Technology codes. In contrast, Schmidt is 
directed toward an electronic medical records and medical office management system, that 
includes an "integrated appointment schedule," "guided completion of patient care," and 
"electronic encounter form." (See Abstract and Paragraphs 0022-0024). This allows for a 
doctor, or other caregiver, to view a schedule, order procedures, and perform common 
actions during a patient encounter. As is understood, Schmidt does not disclose 
determining the chronic disease treatment services needed to comply with chronic disease 
criteria. For these additional reasons, Applicant again submits that the current Section 
103(a) rejection of claim 1 is improper and should be witiidrawn. 

Finally, the Examiner admits that Drazen and Schmidt do not teach identifying 
those patients who 1. have received preventative or chronic disease treatment services 2. 
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are inappropriate candidates to receive preventative or chronic disease treatment services 3. 
have refiised preventative or chronic disease treatment services; and 4. have not received 
such medical services and are eligible to receive such services; contacting those individuals 
identified in (4) to arrange to render said services; and documenting said contacting. 
(Office Action, Pages 7-9). In an attempt to overcome this deficiency, the Examiner points 
to Vonk for allegedly disclosing this material. However, Vonk is understood to disclose 
collecting "information provided by clients, healthcare providers, payors, and healthcare 
managers" and generating lists of "clients that are selected as potential clients, as well as 
groups of clients who have agreed to participate in the program and groups of clients who 
have not agreed to participate in the program." (Paragraph 0060) (emphasis added). As 
such, it is readily understood that Vonk discloses collecting information to determine 
potential clients of the program and clients who have either agreed or not agreed to 
participate in the program disclosed in Vonk. This is in sharp contrast to Applicant's 
claimed invention wherein clients already in the program described in Applicant's claim 
are evaluated to determine whether they have 1) received treatment, 2) are inappropriate 
candidates for treatment, 3) have refused treatment, or 4) are eligible for and have not yet 
received treatment. As such it can be seen that Vonk's focus is on the enrollment of 
patient's into the program (See, e.g., Paragraph 0061), whereas applicant's claimed 
invention is focused on determining the treatment status of patient's already enrolled in the 
program. 

Accordingly, Applicant submits that no proper combination of the cited references 
discloses or suggests at least the above-noted features of the present invention, and thus, the 
rejection of at least independent Claim 1 under 35 U.S.C. § 103(a) is improper and should be 
withdrawn. 

Applicant further submits that the Claims 2 and 12 are allowable at least for the 
reason that these claims depend on allowable independent Claim 1 and because these claims 
recite additional features that further define the present invention. 
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4. Section m(a) Reiection of Claims 4. 8, 10. 13-16. 18-20. and 22 

Based on the above arguments presented in relation to Applicant's independent claim 
1, Applicant further submits that the Claims 4, 8, 10, 13-16, 18-20, and 22 are allowable at 
least for the reason that these claims depend on allowable independent Claim 1 and because 
these claims recite additional features that further define the present invention. 
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Conclusion 



Applicant respectfully submits that each and every pending claim of the present 
invention meets the requirements for patentability under 35 U.S.C. §§ 112, 102, and 103, and 
respectfully requests that the Examiner indicate allowance of each and every pending claim 
of the present invention. 

In view of the foregoing, it is submitted that none of the references of record, either 
taken alone or in any proper combination thereof, anticipate or render obvious Applicant's 
invention as recited in each of Claims 1, 2, 4, 8, 10, 12-16, 18-20, and 22. The references of 
record have been discussed and distinguished, while significant claim features of the present 
invention have been pointed out. 

Accordingly, reconsideration of the outstanding Office Action and allowance of the 
present application and all the claims therein are respectfully requested and now believed to 
be appropriate. 

If any additional fee is required, please charge Deposit Account Number 19-4330. 



Respectfully subm itted, 



Date: 



By: 




Customer No.; 007663 



Benjamin N. Diederich 

Registration No. 54,067 

STETINA BRUNDA GARRED & BRUCKER 

75 Enterprise, Suite 250 

AUso Viejo, California 92656 

Telephone: (949) 855-1246 

Fax: (949) 855-6371 



T:\Clienl Documenis\MERKN\001B\OAR 3. 1 1.08.doc 



13 



